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DETAILED ACTION 

1 . Amendment received on 10/04/2004 has been entered. Claims 1-34 and 39-41 
are canceled. Claims 35-36 and 38 are previously presented. Claim 37 is amended. 

2. Claims 35-38 are presented for examination. 

Priority 

3. This application claims benefit of the provisional application 60/1 56,956 
(09/30/1999). 

4. The effective filing date for the subject matter defined in the pending claims, 
which has support in provisional application 60/156,956 in this application, is 
09/30/1999. Any new subject mater defined in the claims not previously disclosed in 
provisional application 60/156,956, is entitled to the effective filing date of 09/29/2000. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 35-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MacNaughton. (U.S. Patent Number 5,796,393), hereinafter referred to as 
MacNaughton, in view of Li et al. (U.S. Patent Number 6,631 ,496), hereinafter referred 
to as Li. 

7. Regarding claim 35, MacNaughton disclosed a system for providing enhanced 
web-browsing comprising: a data double, comprising data that identifies a member 
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[membership context, membership data] (Abstract, Figure 5 sign 168, column 8 lines 
24-42); service providers that provide service provider content including services and 
information; a personal site that the member uses to access the service provider 
content; an engine that processes the data double and the service provider content to 
provide content to the member through the personal site (Abstract, Figures 1-1 B, 6, 
column 1 lines 19-34, column 3 lines 24-34, column 7 lines 15-33). 

8. MacNaughton taught the invention substantially as claimed. However, 
MacNaughton did not expressly teach an engine that processes the service provider 
content to provide relevant and meaningful content to the member through the personal 
site. 

9. MacNaughton suggested exploration of art and/or provided a reason to modify 
the system with the personalized feature (column 4 lines 24-32, column 7 lines 15-33, 
column 8 lines 9-23). 

10. In an analogous art, Li disclosed an engine that processes the service provider 
content to provide relevant and meaningful content to the member through the personal 
site (Title, Abstract, Figures 1,11, column 5 lines 19-33, column 6 lines 22-31). 

11. It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the system of MacNaughton with the teachings of Li to 
include the personalized feature in order to effectively retrieve content* (Li, column 1 
lines 32-41) since users would often encountered problems in finding information (Li, 
column 1 lines 32-41). In addition, personalized content could also provide subscription 
service, which retrieves user-specified interests (Li, Abstract) since this feature could be 
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used to display specific on-line content that the user has requested to receive 
(MacNaughton, column 7 lines 31-33). 

12. Regarding claim 36, MacNaughton disclosed a system wherein the engine 
comprises identify management that manages the data double to establish a personal 
profile, member preferences, member permissions, and activity data for the member; 
and context management that organizes service provider content, coordinates browsing 
processes, and provides an adaptive framework (Figures 1B, 3, 5, column 4 lines 24-32, 
column 6 lines 25-37, column 7 lines 14-33, column 8 lines 9-23). 

13. Regarding claim 37, MacNaughton disclosed a system wherein the personal site 
comprises: smart pages, comprising: a log in page; a home page; and inside pages; 
and an adaptive framework, comprising: selection navigators; and a toolbar (Figure 6, 
column 3 lines 24-34, lines 51-61, column 9 line 54-column 10 lines 11, column 12 lines 
41-49). 

14. Regarding claim 38, Li disclosed a system wherein the selection navigators 
provide direct page searching comprising: a fixed hierarchal structure listing a web site's 
areas with sections and pages; an explicit SQL criteria search, whereby by the selection 
navigators gather and dynamically assemble web sites meeting the criteria; and a group 
SQL criteria, wherein the selection navigators store the criteria, gather and dynamically 
assemble web sites meeting the criteria and update the web sites when new content in 
found meeting the criteria (Figures 1-2, 5, 10-12A, 19, column 5 lines 19-33, column 7 
lines 54-67, column 13 lines 35-56). 
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1 5. Since all the limitations of the claimed invention were disclosed by the 
combination of MacNaughton and Li, claims 35-38 are rejected. 

Response to Arguments 

16. Applicant's arguments filed 10/04/2004 have been fully considered but they are 
not persuasive. 

17. In response to applicant's argument relating to the Chakrabarti reference that the 
reference fails to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., search engine) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

18. However, in view of Applicant's arguments with respect to the data double being 
the subscriber's identity, the arguments have been fully considered and are persuasive. 
The rejection of claims 35-38 based on the Chakrabarti reference has been withdrawn. 

19. In response to applicant's argument relating to the MacNaughton and Li 
references that the references fail to show certain features of applicant's invention, it is 
noted that the features upon which applicant relies (i.e., search engine) are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

20. For argument purposes, the Office would like to point out that Li taught the 
alleged search engine as presented in applicants' remark. Li disclosed "To enable 
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interactive search, a search engine usually provides a set of services for query of web 
information. Some of these services are offered only in certain search engines" (column 
7 lines 55-58); "user-specific metadata records are maintained for the automated 
bookmarking services discussed in further below. Typically, associated with each user- 
specific metadata record is (a) the "userJD" field, specifying the identity of the user" 
(column 6 lines 22-31), and "Proxy server 122 collects a user's navigation and browsing 
history to allow PowerBookmarks to automatically adjust for different usage patterns, as 
well as to provide for an automated bookmarking service" (column 5 lines 28-31). It 
would be obvious then that Li disclosed a search engine that processes the user context 
information and the service provider content to personalize the member web site to 
provide relevant and meaningful content to the member. 

21 . In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). As detailed in the above rejection, MacNaughton is relied upon to reject the a 
data double, comprising data that identifies a member and Li is relied upon to reject an 
engine that processes the service provider content to provide relevant and meaningful 
content to the member through the personal site. 

22. MacNaughton disclosed "During the membership process, information about the 
user (e.g. preferences and profile data such as name, address, age, billing information, 
interests and hobbies, favorite Web sites, etc.) is collected and stored in the 
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Membership databases" (column 8 lines 29-33). According to applicants' remark, the 
data double is the same as the subscriber's identity, which identifies the subscriber and 
contains preference information about the subscriber. It is obvious then that the 
membership information and the user profile data disclosed in MacNaughton is the 
claimed data double comprising data that identifies a member. MacNaughton further 
disclosed, "Notifications are associated with communities and indicate or reference 
additional information or content (i.e., Community Content) as well as interaction options 
or methods that may be of interest to the user. As the user continues to browse or "surf" 
the Web, notifications may be send to the Community Client from the Community 
Server to let the user know what additional community capabilities or features are 
available for the current Web page or URL" (column 7 lines 16-24). Thus, MacNaughton 
obviously disclosed an engine that processes the data double and the service provider 
content to provide content to the member through the personal site 

23. Furthermore, Li disclosed a system for personalizing web information to provide 
relevant and meaningful content to the member through the personal site. Refer to 
explanation in Paragraph 20. 

24. As the rejection reads, Examiner asserts that the combination of these teachings 
render the claimed invention obvious. 

Conclusion 

25. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

26. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. Refer to the enclosed PTO-892 for details. 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tarn (Jenny) Phan whose telephone number is (703) 
305-4665. The examiner can normally be reached on M-F 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Cuchlinski can be reached on 703-308-3873. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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